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1) Parties  
 
Party A:  A is a US corporation having its principal place of business in California, US.   
A holds a portfolio of 120 US, European and Asian patents relating to telecommunication 
technologies. 
 

Representative:  Garreth Wong, Bird & Bird, London 
 
Party B:  B is a European-based company having its principal place of business in Germany.   B 
designs and manufactures smartphones (end products).  
 

Representative:  Nadine Herrmann, Quinn Emanuel, Hamburg/Brussels 
 
Both A and B are ETSI members.  
 
 

2) ETSI Standard(s) and IPRs concerned 
 
The dispute concerns ETSI standard 3GPP TS 36.212 (ETSI TS 136 212), version 12.4.0. 
 
In its IPR Licensing Declaration to ETSI, A has committed to granting licenses under its IPRs on 
terms and conditions that are in accordance with Clause 6.1 of the ETSI IPR Policy, to the 
extent that the IPRs are essential to practice ETSI standard 3GPP TS 36.212.   
 
 

3) FRAND Negotiations  
 
Following initial contacts between A and B concerning a possible licensing agreement of A’s 
SEPs, on February 1, 2014, A sent a letter to B offering to license A’s SEPs for a term of 6 
years at what A considers a FRAND rate of 2.5% of the end user sales price.  A also requested 
that the license would include a clause that permitted A to terminate the agreement if B were to 
take action against the validity of the patents included in the license.  
 
The offer was followed by ten months of negotiations between A and B, including the exchange 
of several counterproposals.  B claimed, inter alia, that the FRAND rate should be a fixed royalty 
rather than based on the device price.  Also, B objected to any clause that would limit its ability 
to raise SEP validity matters.    
 
Eventually, B concluded by letter of November 15, 2014 that A was in breach of contract by 
making an unreasonable offer.  Also, B claimed that A was in breach of contract because it 
wasn’t willing to license certain SEPs individually (per-patent licenses), but only in bundles.  
Both parties announced they were considering filing court proceedings.   
 
In informal consultations with the parties, the ETSI Secretariat drew the parties’ attention to 
WIPO ADR options for FRAND disputes (http://www.wipo.int/amc/en/center/specific-
sectors/ict/frand/) that were developed in collaboration with ETSI.  
 
 

4) Submission to WIPO Mediation followed by WIPO Arbitration  
 
Following some consultations with A and B, the WIPO Arbitration and Mediation Center 
received on January 10, 2015, a Submission Agreement signed by A and B, referring the 
dispute to WIPO Mediation followed by WIPO Arbitration (Annex II).  In the letter accompanying 
the Submission Agreement, the parties specified that they could not agree among themselves 

http://www.wipo.int/amc/en/center/specific-sectors/ict/frand/
http://www.wipo.int/amc/en/center/specific-sectors/ict/frand/
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on the person of the mediator, and listed particular qualifications that the mediator should have, 
i.e., experience in European and US patent law, including in the telecommunications industry 
context, and experience in mediation.   
 
Pursuant to Article 6 of the WIPO Mediation Rules, the WIPO Center provided the parties with 
the profiles of three suitable candidates from the Center’s list of neutrals for patents in 
standards (“WIPO list procedure”).  From that list, the parties chose David Perkins as mediator.  
Having confirmed the mediator’s impartiality and independence pursuant to  
Article 7 of the WIPO Mediation Rules, the WIPO Center appointed David Perkins.   
 
The mediator held preliminary telephone conferences with the parties and set a mediation 
meeting in Sophia Antipolis on February 20, 2015.  Following a proposal by the mediator, 
parties agreed that an economic expert would be appointed to assist the parties in the 
mediation meeting.   
 
 

5) Submission to WIPO Arbitration 
 
As a result of the mediation, parties agreed to submit to WIPO Arbitration the determination of a 
FRAND rate concerning three patents from A’s SEP portfolio that A considers representative of 
the portfolio at large.  The parties further agreed that for the purposes of the arbitration these 
patents are to be considered essential and valid.   
 
The parties terminated the mediation and prepared a Submission Agreement that limits the 
scope of the arbitration to the determination of FRAND terms concerning those three patents, 
and excludes arguments relating to essentiality and validity relating to those patents (Annex II).  
The parties are aware that in order for B to practice the standard, more than the three 
representative patents from A’s portfolio are required. Therefore, it was understood that the 
royalty rate determined in the arbitration could facilitate the determination of FRAND terms 
concerning other SEPs of A’s portfolio.  A further accepted that although essentiality and validity 
were excluded from the present arbitration, B was not barred from bringing such arguments at a 
later stage. 
 
On April 10, 2015, the WIPO Center received the Submission Agreement, referring the dispute 
to WIPO Arbitration.  In the letter accompanying the Submission Agreement, the parties 
specified that they could not agree among themselves on the person of the sole arbitrator.  
Pursuant to Articles 16, 19(b) of the WIPO Arbitration Rules, the WIPO Center provided the 
parties with the profiles of three suitable candidates from the Center’s list of neutrals for patents 
in standards (“WIPO list procedure”).  From that list, the parties chose Trevor Cook as sole 
arbitrator.  Having confirmed the sole arbitrator’s impartiality and independence pursuant to 
Article 22, 23 of the WIPO Arbitration Rules, the WIPO Center appointed Trevor Cook. 
 
Following the preparatory conference held pursuant to Article 40 of the WIPO Arbitration Rules, 
the tribunal appointed an independent expert to report to it on specific issues designated by the 
tribunal, pursuant to Article 57(a) of the WIPO Arbitration Rules.  After submission of the 
Statement of Claim and Statement of Defense, the independent expert reported on possible 
approaches to determining FRAND royalty rates.  Parties had the opportunity to express their 
opinion on the report pursuant to Article 57(b) of the WIPO Arbitration Rules.   
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ANNEX I - WIPO MEDIATION FOLLOWED BY ARBITRATION SUBMISSION AGREEMENT 
 
 
I. Mediation 
 
1. We, the undersigned parties, hereby agree to submit to mediation in accordance with the 
WIPO Mediation Rules the following dispute: 
 
The dispute concerns a FRAND adjudication relating to the Declaration of A to ETSI and ETSI 
standard 3GPP TS 36.212 (ETSI TS 136 212), version 12.4.0, concerning A’s patents referred 
to in the Declaration. 
 
Nothing in this agreement shall prevent any party from bringing any argument or defense it 
chooses in the mediation.  
 
2. The appointment of the mediator shall take place in accordance with the procedure set out in 
Article 6(a) of the WIPO Mediation Rules. In proposing candidates to the parties pursuant to 
Article 6(a)(i) of the WIPO Mediation Rules, the WIPO Arbitration and Mediation Center (WIPO 
Center) shall to the extent possible draw on its list of neutrals for patents in standards. 
 
3. The place of mediation shall be Sophia Antipolis, France. The language to be used in the 
mediation shall be English. 
 
 
II. Arbitration 
 
4. If, and to the extent that, the dispute has not been settled pursuant to the mediation within 
sixty (60) days of the commencement of the mediation, it shall, upon the filing of a Request for 
Arbitration by either party, be referred to and finally determined by arbitration in accordance with 
the WIPO Rules, unless otherwise stated in this submission agreement. If, before the expiration 
of the said period of 60 days, either party fails to participate or to continue to participate in the 
mediation, the dispute shall, upon the filing of a Request for Arbitration by the other party, be 
referred to and finally determined by arbitration in accordance with the WIPO Rules. 
 
5. The arbitral tribunal shall consist of a sole arbitrator. In making any default appointment under 
Article 19 of the WIPO Rules, including proposing candidates to the parties in accordance with 
Article 19(b) of the WIPO Rules, the WIPO Center shall to the extent possible draw on its list of 
neutrals for patents in standards.  
 
6. The place of arbitration shall be London. The language to be used in the arbitral proceedings 
shall be English. The dispute shall be decided in accordance with the law of England. 
 
7. The parties agree the following schedule:  
 

Request for Arbitration  
(Article 6 WIPO Rules) 
  
Answer to the Request  
(Article 11 WIPO Rules)  

15 days after receipt of the Request for Arbitration 
 

 
Establishment of the Tribunal 
(Articles 14-23 WIPO Rules) 
 
Preparatory Conference  
(Article 40 WIPO Rules) 
 
Statement of Claim  
(Article 41 WIPO Rules) 

 
30 days after receipt of the request for Arbitration 
 
 
15 days after the establishment of the Tribunal 
 
 
30 days after establishment of Tribunal  
 
 

Statement of Defense  30 days after Statement of Claim 
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(Article 42 WIPO Rules)  
 

Claimant Reply 15 days after Statement of Defense 
 
Respondent Sur-Reply 15 days after Claimant Reply 
 
All Document Production Completed  
(Article 50 WIPO Rules) 

 
30 days after Sur-Reply  
 

 
Fact Witness Statements  
(Article 56 WIPO Rules) 
 

30 days after Document Production  
 
 

  
Expert Witness Statements 
(Articles 56, 57 WIPO Rules) 
 

30 days after Fact Witness Depositions 

  
  
Hearing (Article 55 WIPO Rules) 30 days after Expert Witness Depositions  

 
Claimant Post-Hearing Submission 30 days after Hearing 

 
Respondent Post-Hearing Submission 30 days after Claimant Post-Hearing Submission 

 
Claimant Reply 15 days after Respondent Post-Hearing Submission 

 
Respondent Sur-Reply 
 

15 days after Claimant Reply 
 
 

 
8. All submissions shall be made on the specified due date via the WIPO Electronic Case 
Facility (ECAF). 
 
9. An initial Preparatory Conference pursuant to Article 40 of the WIPO Rules is scheduled 15 
days after the establishment of the arbitral tribunal. The arbitral tribunal shall draw up, in 
consultation with the parties, a document defining the scope of the arbitration, the methodology 
to be used and, if appropriate, stages of the proceedings. 
 
10. Further to Articles 41 and 42 of the WIPO Rules, the parties shall, to the extent possible 
submit the documents and other evidence upon which they seek to rely concurrently with the 
Statement of Claim and the Statement of Defense. Supplemental documents and other 
evidence may be submitted concurrently with the Reply to the Statement of Defense and the 
Sur-Reply. 
 
11. The arbitral tribunal shall not have the authority to issue interim injunctions under Article 
48(a) of the WIPO Rules. In accordance with Article 48(b) of the WIPO Rules, the arbitral 
tribunal may order that a party provide security for the claim or counter-claim in an escrow 
account. 
 
12. The parties shall try to informally resolve requests for production of documents and other 
evidence. The parties may bring requests for disclosure under Article 50(b) of the WIPO Rules 
only if they reach an impasse on the production of documents or other evidence. 
 
13. Further to Article 56 of the WIPO Rules, the parties shall simultaneously submit sworn 
witness statements for each witness of fact on whom they propose to rely at the Hearing 
pursuant to Article 55 of the WIPO Rules. Such a statement should be sufficiently detailed so as 
to stand as that witness’s direct testimony. 
 
14. Further to Article 56 of the WIPO Rules and in accordance with the schedule set forth 
above, the parties shall submit sworn expert witness statements for each expert witness on 
whom they propose to rely at the Hearing pursuant to Article 55 of the WIPO Rules. Such 
statements should be sufficiently detailed so as to stand as that witness’s direct testimony. 
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15. The Hearing pursuant to Article 55 of the WIPO Rules shall be held for not more than five 
days. 
 
16. The parties may file wholly or partially dispositive motions as they wish. Once filed, the 
arbitral tribunal shall determine if a briefing schedule is appropriate or if the motion should be 
stayed. The filing of any motion will not necessarily suspend or postpone the agreed schedule." 
 
-------------------------------------------------------------------------------- 
 
 
A         B 
 
 

[Annex II follows] 
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ANNEX II – REVISED WIPO ARBITRATION SUBMISSION AGREEMENT 
 
 
1. We, the undersigned parties, hereby agree to submit to arbitration in accordance with the 
WIPO Arbitration Rules the following dispute: 
 
The dispute concerns a FRAND adjudication relating to the Declaration of A to ETSI and ETSI 
standard 3GPP TS 36.212 (ETSI TS 136 212), version 12.4.0, concerning the following patents:   
 
[specify patents]  
 
The parties agree not to bring any arguments or defenses relating to essentiality and validity of 
these patents in the arbitration.  
 
2. The arbitral tribunal shall consist of a sole arbitrator. In making any default appointment under 
Article 19 of the WIPO Rules, including proposing candidates to the parties in accordance with 
Article 19(b) of the WIPO Rules, the WIPO Center shall to the extent possible draw on its list of 
neutrals for patents in standards.  
 
3. The place of arbitration shall be London. The language to be used in the arbitral proceedings 
shall be English. The dispute shall be decided in accordance with the law of England. 
 
4. The parties agree the following schedule:  
 

Request for Arbitration  
(Article 6 WIPO Rules) 
  
Answer to the Request  
(Article 11 WIPO Rules)  

15 days after receipt of the Request for Arbitration 
 

 
Establishment of the Tribunal 
(Articles 14-23 WIPO Rules) 
 
Preparatory Conference  
(Article 40 WIPO Rules) 
 
Statement of Claim  
(Article 41 WIPO Rules) 

 
30 days after receipt of the request for Arbitration 
 
 
15 days after the establishment of the Tribunal 
 
 
30 days after establishment of Tribunal  
 
 

Statement of Defense  
(Article 42 WIPO Rules) 

30 days after Statement of Claim 
 
 

Claimant Reply 15 days after Statement of Defense 
 
Respondent Sur-Reply 15 days after Claimant Reply 
 
All Document Production Completed  
(Article 50 WIPO Rules) 

 
30 days after Sur-Reply  
 

 
Fact Witness Statements  
(Article 56 WIPO Rules) 
 

30 days after Document Production  
 
 

  
Expert Witness Statements 
(Articles 56, 57 WIPO Rules) 
 

30 days after Fact Witness Depositions 

  
  
Hearing (Article 55 WIPO Rules) 30 days after Expert Witness Depositions  

 
Claimant Post-Hearing Submission 30 days after Hearing 

 
Respondent Post-Hearing Submission 30 days after Claimant Post-Hearing Submission 

 
Claimant Reply 15 days after Respondent Post-Hearing Submission 
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Respondent Sur-Reply 
 

15 days after Claimant Reply 
 
 

 
5. All submissions shall be made on the specified due date via the WIPO Electronic Case 
Facility (ECAF). 
 
6. An initial Preparatory Conference pursuant to Article 40 of the WIPO Rules is scheduled 15 
days after the establishment of the arbitral tribunal. The arbitral tribunal shall draw up, in 
consultation with the parties, a document defining the scope of the arbitration, the methodology 
to be used and, if appropriate, stages of the proceedings. 
 
7. Further to Articles 41 and 42 of the WIPO Rules, the parties shall, to the extent possible 
submit the documents and other evidence upon which they seek to rely concurrently with the 
Statement of Claim and the Statement of Defense. Supplemental documents and other 
evidence may be submitted concurrently with the Reply to the Statement of Defense and the 
Sur-Reply. 
 
8. The arbitral tribunal shall not have the authority to issue interim injunctions under Article 48(a) 
of the WIPO Rules. In accordance with Article 48(b) of the WIPO Rules, the arbitral tribunal may 
order that a party provide security for the claim or counter-claim in an escrow account. 
 
9. The parties shall try to informally resolve requests for production of documents and other 
evidence. The parties may bring requests for disclosure under Article 50(b) of the WIPO Rules 
only if they reach an impasse on the production of documents or other evidence. 
 
10. Further to Article 56 of the WIPO Rules, the parties shall simultaneously submit sworn 
witness statements for each witness of fact on whom they propose to rely at the Hearing 
pursuant to Article 55 of the WIPO Rules. Such a statement should be sufficiently detailed so as 
to stand as that witness’s direct testimony. 
 
11. Further to Article 56 of the WIPO Rules and in accordance with the schedule set forth 
above, the parties shall submit sworn expert witness statements for each expert witness on 
whom they propose to rely at the Hearing pursuant to Article 55 of the WIPO Rules. Such 
statements should be sufficiently detailed so as to stand as that witness’s direct testimony. 
 
12. The Hearing pursuant to Article 55 of the WIPO Rules shall be held for not more than five 
days. 
 
13. The parties may file wholly or partially dispositive motions as they wish. Once filed, the 
arbitral tribunal shall determine if a briefing schedule is appropriate or if the motion should be 
stayed. The filing of any motion will not necessarily suspend or postpone the agreed schedule." 
 
-------------------------------------------------------------------------------- 
A         B 
 
 


